11/13/2006 15:20 



954-233-4001 



LEARN.COM 



PAGE 05 



BEST AVAILABLE COPY NOV 1 3 2006 



Doc Code: AP.PRE.!:! 

Under trie Paperwork Reduction . c 



PTO/SB/33 (074)3) 
Approved for use through xc'ot/ZQQX. ONBO651-00XX 
U.S. Patent and Trademark Office: U.S. DEPAii ( nvtENT OF COMMgRCE 
of 1S95, no persona are re qui rod to respond to a collection of Information un lft&s ft displays a uilid OMB control number. 



PRE-APPEAL BF!I EF REQUEST FOR REVIEW 



I hereby certify that this ccrrespon.it: 
United Slates P o sta l Dorvi co va^tri : a.. 



tee Is bein ^c p oo i te d * fth the 



Fioipnt pn^aoft as tint filp^ mnil f 1© 
*Wnfr Ei ip AFi Comrn i oGiona r for - 

/A 2g313 ' 140 r [37 CFR 1 .8(a}] 




Typed Of printed 

name , P ■ K . 



Docket Number (Optional) 
013284-055^1 



Application Number 
09/637,388 



Red 



08/1 1 /00 



First Named Inventor 
James B. Riley 



Art Unit 
2178 



Examiner 

Gregory J- Vaugh 



Applicant requests review d : 
with this request 



he final rejection in the above-identified application. No amendmn its are being filed 



This request is being filed vi ! t a notice of appeal. 



The review is requested for I te reason(s) stated on the attached sheet(s). 
Note: No more than Rve (5) pages may be provided. 



I am the 

| | applicant/inventor 

□ assignee of record of the art e interest- 
See 37 CFR 3.71 . Statene- under 37 CFR 3.73(b) is enclosed. 
(Form PTO/SB/96) 

f^/ | attorney or agent of recora. M q ^ rp. ~7 
7^ Registration number ' >, U 0* ^ 




Patricia E. McQ . ieenev 



Typed of printed i iame 



| | attorney or 2$ent acting un U * 37 CFR 1 .34. 
Registration number if sctinyi u it: ir 37 CFR 1.34 _ 



(954) 233-4000 

Telephone number 

November 13, 2C00 



Date 



NOTE: Signatures of bII the invi n 3re or assignees of record of the entire interest or their represerrtatrve(s) i 
Submit multiple forms if more th ji one signature i s required, see below*. 



i requlnid. 



Total of 



fori* ere submitted. 



This collection of Information is require <l 
to process) an application. Confide n if. 
complete, including gathering, prepBri i; 
comments on the amount of time you ■. 
U,S. Patent and Trademark Office, if : 
FORMS TO THIS ADDRESS. SEND TO 



iv 35 U.S.C. 13S. The information required to obtain or retain a benefit by the public which \i to fib (ord by the USPTO 
ty is governed by 35 U.S.C. 122 and 37 CFR 1.11. 1.14 and 41.6. This collection is eetiriited to take 12 mtnuteB to 
and submitting the completed application form to the USPTO. Time will vary depending upco the individual case. Any 
quire to complete this R>«m and/or suggestions for reducing this burden, should be sent to tii: Chief Information Officer. 
Department of Commerce, P.O. Box 1450. Alexandria. VA 22313.US0. DO NOT SENi: F66S OR COMPLETED 
Mail ©top AF, Commissioner for Patent*, P.O. Box 1450, Alexandria. VA 22313^1450. 



/ } v r&xi assteiance in completing Via form, caii 1-300-PTO-9199 and setect option 2. 



PAGE 5110 ' RCVD AT 11/1312006 3:21 :31 PM [Eastern Standard Time] ' SVR:USPTO-EFXRF-2/22 * DNIS:2738300* CSID:954 233 4001 * DURATION 0nrfWS):OWO 



11/13/2006 15:20 954-233-4001 LE^FT.TDM^ W " J rJZT ** CU PAGE 06 



NOV 1 3 2006 

IN THE JNTTED STATES PATENT AND TRADEMARK OFIilCE 
y ^ Certificate of Transmission 

I hereby certify that thftcoci spgidence i$ being facsimile transmitted to the U.S. Patent and Trachanark Office (Fax No. 
(57 1 ) 273-8300) on fovta >i- s fl/, 2Q06^_ 
P.E. McQueeney 
Signature 




Application Serial No.: • 097657,388 

Applicants: James B. Riley et aL 

Filed: August 11 > 2000 

Title: Electronic Note Talcing Systems and Methods 

GAU: 2178 

Examiner: Gregory J. Vaughn 

Docket No.: 013284-05551 

PRE- APPEAL BRIEF REQUEST FOR REVIEW 

Responsive to i e Final Office Action dated August 10, 2006 as entered iv. the above- 

captioned matter, Appl: :ants hereby submit this Pre- Appeal Brief Request for Re view and 
respectfully request al it wance of the above-captioned application. The appropriai-3 appeal fee is 
being submitted concur entry herewith, 

35 § 112, 1st 

The Examiner :: laintains his rejection of claims 73, 77 and 81 for failure io comply with the 
written description irement of 35 U.S.C. § 1 12, 1 st paragraph because he remans that 
'prohibiting' is not th<: :ame as 'not using/ "Just because a person is not using something does not 
mean that the person in prohibited from using it." Applicants agree with the Exa tinner's statement 
but disagree with the :i: ;aminer*s conclusion. As discussed in detail below, the disclosure of the 
original application cot veys to an artisan that Applicants had possession of the cliumed subject 
matter as of the filing date and is therefore compliant with the written description requirement 
MPEP § 2163.02. 

Applicants inch ded and the Examiner cites to the following passage in this original 
specification as suppci: for the claim language: "This enables the user to copy anil access the notes 
when not using the ori; inal document or course" (emphasis added). Many situations may prevent a 
person from using soi i: Shmg, including a conscious decision not to use something or an inability to 
use something due to n prohibition. For example, when using a laptop computer, internet access 
may not be available : , if available, the electricity that powers the internet connection may be out, 
prohibiting network a:: ess. In that situation, access to the notes is maintained evsn though access to 
the linked documents l: not. Furthermore, such occurrences would be obvious t<: one of ordinary 
skill in the art. 
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Another reason :\ at access may be prohibited includes the situation in which the person no 
longer has access to the « riginal course or documents utilized therein. Just because a person has 
taken a course in Cherai: xy 101 does not meanthat he/she can attend that course forever. This 
phenomenon does not ch mge if the course is provided online (see page 2, lines 26 -28 'The Web is 
well suited for providing educational programs to users located all over the world. ). If a student 
cannot perpetually attei u a course off-line, he or she may not do it online either. 

Today, many sb idents take notes on computers. The students may includ e links to online 
course materials in the ti >tes. However, after completion of the course, access from the notes to the 
online materials may b« prohibited. One of ordinary skill in the art would recognise many reasons 
for this prohibition inclu ling, but not limited to, the fact that the user has not paid :o attend the 
current course, that the j rofessor under whom the notes were taken is no longer tenching the course, 
that the professor has cli mged the location of the online materials, that the course :ias been totally 
restructured and is no 1:. iger provided in the manner it was provided when the noMs were taken, etc. 

In addition, dair 1 16 as originally filed limited "not using" to the situation where a user 
downloads the notes om > his or her computer. Applicants did not find a similar provision in the 
Examiner's anticipator;, reference U.S. Pat. App. Pub. No. 2003/0196164 to Gupt::.et al. (hereinafter 
"Gupta"), in which trie i otes are stored on an annotation server, not at the user's location. As 
depicted in Gupta, a use ' could not access his or her notes if the internet were down. In the present 
invention, the user ma;- ;till access his or her notes, but not the linked material, wfcen internet access 
is not available. 

Page % lines 2!S- 30 of the specification discusses students "logging on" an :l participating in 
learning programs onlii:. 5. In that situation, a user could forget their login name or password and not 
have access to the origi:. al document or course. This example provides another embodiment of 
"prohibited access" thu is clearly supported in the specification. In other words, ;:. user's access is 
prohibited if he or she c ui't remember how to access the site. 

Another prohit i ion embodiment is depicted at page 8, lines 16-28. In this embodiment, 

the note or other annotations may be stored on, for example, hard- disks, floppy 
disks, «s, recordable optica] storage media, in RAM, or on any t:ther suitable 
• storage v evice. If desired, pointers, links, universal resource locate rs (URLs), 

identify s, or other indicators of source documents (e.g. word pro.: sssing documents, 
spread -1 eets, web pages, etc.) may be stored to associate notes or other annotations 
with sou 'ce documents. 

Once again, one of or<l: lary skill in the art would understand that, in this embodiment, the user may 
not always have acces- :o the source documents. For one reason, the link to the source document is 

2 
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optional. For another tc ison, if the link were included, the user may still not be al:le to access the 
source documents. On-: again, one of ordinary skill in the art would recognize tbiit the internet may 
not be working, or a stcii m may remove a user's electricity, or the user may have forgotten his 
password for the websiu , or the course content may have changed, or the user ma j' no longer have 
and be prohibited acce:;: to the course because the course was taken ten years ago. 

In summary, Air; Ucants submit that the present rejection is improper because adequate 
support for the claim li.r guage exists in the original application. Therefore, the pr esent rejection 
should be withdrawn. 

35U.S,C§112,2nd 

The Examiner :i -dntains his rejection of claims 73, 77 and 81 as indefinite under 35 U.S.C. § 
112, 2 nd paragraph becii ise the term "prohibiting access" is a relative term which renders the claim 
indefinite. Two require nents are necessary to satisfy 35 U.S.C. § 112, 2 nd paragraph; (1) the claims 
must set forth the subj:- 1 matter that applicants regard as their invention, and (2) the claims must 
particularly point out at i distinctly define the metes and bounds of the subject router. MPEP § 
217 1. In the Response o Arguments section of the Office Action dated August 10, 2006, the 
Examiner concedes thx the normal definitions accorded to the terms are acceptable. Therefore, the 
Examiner and Applicon :s agree that the claim language particularly points out an :l distinctly defines 
the metes and bounds :j ' the subject matter. 

The Examiner : ': owever, states that the specification fails to point out how the prohibition is 
achieved. 'The conte: i : of applicant's specification is not used as evidence that ttn> scope of the 
claims is inconsistent v. ith the subject matter which applicants regard as their invention." M.P.E.P. § 
2172 (II). Therefore, tl e present rejection is not proper and should be withdrawn. 

However, to &U less the Examiner's concerns, which actually appear to bi: directed to 
enablement under 1 12 , 1 st paragraph and not indefiniteness under 1 12, 2 n * paragraph, the claims of 
the present invention -.v. ; enabled and consistent with the original disclosure of th:> invention. The 
Supreme Court summn ized the test for enablement as "is the experimentation needed to practice the 
invention undue or ur.r asonable?' Mineral Separation v. Hyde. 242 U.S. 261, 270 (1916). This 
standard is still applied today. MPEP § 2164.01. Applicants submit that no exr*!-imentation is 
necessary because on: rf ordinary skill in the art could easily make and use the claimed invention. 

The present in <- sntion provides an annotation tool for use with online con:: ses. The present 
specification also des.:: ibes an online course-authoring method, which is claimed in co-pending 
patent application 1 Hi: >8 7 132. Several locations in the specification provide ins;:mction as to how a 
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prohibition could be obtn ned. For example, at page 12, lines 25 et seq., the notes "may be stored at 
the course provider's tion (e.g. the course provider's Internet server)." Any internet service 
provider ("ISP") knows I ow to prohibit or block access to specific users or groups :>f users when 
necessary, and knew hou at the time the original application was filed. Therefore, ,*ordbitk>n could 
be achieved by an ISP 2<: sordmg to its normal operating procedures. 

At page 14, Unci 12-15, "[a]uthors or other parties may review notes to determine whether 

courses should be discon inued " One of ordinary skill in the art would recogni:!* that when 

linked content is "discon inued," it is no longer accessible. Would that access be prohibited? Yes, 
because the content wo :i d no longer be there. 

finally, at page 1 5, lines 30 et seq., the specification discloses that an instr.ictor may 
password protect acou:* s. "Such protection may prevent unauthorized access to the course..." Id. 
Obviously, if a course * taken and online content is linked, the instructor can chaise the password 
to prohibit subsequent 3.-: cess to the online content. 

As stated at MP I P § 2164.01, "a patent need not teach, and preferably omil s, what is well 
known in the art." AW), ugh not expressly contained in the specification, the prohibition concept 
claimed is within the si: .i 11 of the ordinary artisan and supported by the specification Therefore, the 
present rejection shoul:l be withdrawn and any enablement rejections should not bit made. 

35 U.S.C. § 102(e) 

The Examiner :i iintains his rejection of claims 70-72, 74-76 and 78-80 as. anticipated under 
35 U.S.C. § 102(e) by C upta. Claims 72, 76 and 80 were cancelled in the amenA:;ient dated May 17, 
2006. Therefore, claim 70, 71, 74, 75, 78 and 19 remain at issue in the Final Rektfion. Claims 70, 

74 and 78 are indepeo<l nt claims. 

Gupta provides; .i mechanism of sharing annotations among con^uters tha:: exhibit difTerent 
resolutions, bandwidth.: or presentation lengths (see page. 1, para. 7). Although n: cognizing that the 
annotations can be as$c: dated with "classroom discussion," Gupta does not addrens online learning 
software. As discussed with respect to the written description rejection, Gupta dc:*s not even 
. provide a mechanism f i r users to store notes at their location because Gupta is more concerned with 
providing space-effici* it storage of the annotation while still enabling the annotjnon to be viewed 

by different computer ? /stems. 

The Examiner :s ates that Gupta discloses providing access to the entered notes tfier the 
completion of the inter ctive learning course, at page 1, paragraph 6, which state-, "some systems 
allow a user to select particular one of these annotations and begin playback of ihe presentation..." 
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dsclosure does not addr* sthe *» period a. which . course - c«^— ■ °- - »<* ' 
fll ea n w 0 «M re co g ^.lat.a fte raoo»r S =isoon VlM d.U»p re ^ 1 onwo» 1 d n o. 0 . g «^ 

ofcontrolsclearlyallo,. Uortingaccess.o.henseronly. ^^^'^'^r 
<**,. use of eon.ro* , -y allow ,he user « limit access <o only ft. user **, « «~ «» 

neither envisions nor 4U : loses access to no.es associated with a course *r coupon of .he 

course. V**~«~t™*"~<*'^ m '*^'" t ~?Z 

server (absuaO, no, , be user's .ocation. dearly, based on ft. system tftertb, Gupta. * the 

user no lower l^acws to .he course, the 

therefore, respectfully :: xmest withdrawal of the present rejection. 

35 B.S.C§ 103(a) 

We Examiner . * rejection of *P" d - e^ 73. 77 and 81 « unpatentable over 

Gopta inview of Boh. .« al, "The effect ofUaming Stfe andMethod ^ 
AcLvem^Bfflcie,, and Satisfaction of End-Users Naming Computer Soft,are (IBohbn ). 
The Examiner state* * . Gupta fails to explicMy describe controls for the leanu:„g mater*!. The 

national arts .hat ,. ring is <»di.ionauy undertaken after completion of .he te.nung coursem a 
c.osedbookenvno.u.nt According ». he Examiner, it wouW be obvious <o a*- Bolen 
prohibition of access , . learning course -nateria. with ft. annexions con<rol of icammg course 
document in Gupta i, order to effectively Mt learning course students as .0 ft. degree of 
effectiveness of fte 1. ming course. However, access «o a user's no.es would a, S o be prombu* 
„uring<esting. T*n o™.*e Examiner' s proposedc—n teaches away fOT nfte hm., U on 
contained in Applta, :'s independent claims, fror^hje^d enenden. claims :!epend. and the 
rejection should be w thdrawn. 
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